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I. REAL PARTY IN INTEREST 

The real party in interest is Yen-Chang Tung, the inventor named in Use subject 
application, and SUNPLUS TECHNOLOGY CO. LTD.. the assignee of record. 



XL Related appeals and interferences 

There are no related appeals and/or ioterfeiences. 



ni. Status of the claims 

Claims 1-16 are pending, SpecificaUy, claims 1, 3, 4, 16 were finally rejected under 
35 U.S.C. 102Cb), as being anticipated by Jclinek et al. (US Patent 5,331,295), and claims 2, 
5-15 are finally rejected under 35 U.S.C. 103(a) as being unpatentable over Jelinek et al. (US 
Patent 5,331,295) in view of Klughart (US Patent 5,798.669). 

This appeal involves all the finally rejected claims 1-16. 



IV. Status of amendments 

There is no amendment after final rejection. 



V. Svmmiary of claimed subject matter 

The present invention as set forth in claim 1 is directed to a voltage control oscillator. 
The voltage control osciUator, as shown in FIG 2A, includes an oscillating circuit 230 
coupled to the second ciiirtOt terminal of the current mirror CM, for determining a frequency 
of the clocking signal CLK according to the third current IC. By such an arrangement the 
third current IC is determined according to the second current IB. which is the reference 
current I subtracted by the first current lA, the third current IC and the first current lA caries 
inversely to each other, which make the VCO of the invention capable of compensating 
temperature variation and fabrication process fluctuation. That is, in the invention, for 
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providing a VCO which is capable of compensating temperature variation and fabrication 
process fluctuation, the reference current I is predetermined to be constant and the sum of the 
flzst current lA and the second curroit IB. 

Dependent claims 2-16 provide more details about the preferred embodiments 
discxissed in association with the drawings Figs. 2A through 4. 



VI. Grounds ofrejection to be reviewed on appeal 

(1) Did the Examiner fidfiU his duty to answer all material traversed during the prosecution, 
as required by the M.P.E.P. ? 

(2) Were claims J, 3, 4. 16properfy rejected under 35 US.C. 102(b). as being anticipated by 
Jelinek? and 

(3) Were claims 2. 5-15 properly rejected under 35 U.S.C. J 03(a) as being unpatentable over 
Jelinek in view ofKJughart? 



VII. Arguments 

A. The related laws 

In order to properly anticipate Applicants' claimed invention under 35 U.S.C.§ 102(b), 
each and every element of the claim in issue must be found "either expressly or inherently 
described, in a single prior art reference." "The identical invention must be shown as 
complete detail as is contained in the ...claim Richardson v. Su2uld Motor Co., 868 F. 2d 
1226, 1236, 9USPQ2d 1913, 1920 (Fed. Cir. 1989)." See M.P.E.P § 2131, 8* ed.. 2001. 

The standard for lack of novelty is ore of strict identity. To anticipate a daim for a 
patent, a single prior source must contain all its essential elements. Hybritech Inc. v. 
Monoclonal Antibodies, Inc., 802 F.2d 1367. 231 U.S.P.Q. 81, 90 (Fed. Cir. 1986). 

A claim is anticipated only if each and every element as set forth hi the claun is found, 
either expressly or inherently described, m a shigle prior art reference. Verdegaal Bros. V. 
Union Oil Co. of California. 814 F.2d 628, 631, 2USPQ2d 1051, 1053 (Fed. Cir. 1987). 
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For a prior art reference to anticipate in terms of 35 U.S.C. § 102. every dement 

of tlie claimed invention must be identically shown in a single reference These 

elements must be arranged as in the claim under review. In re Bond, 910. F. 2d 831, 15 
USPQ2d 1566 (Fed. Cir. 1990). 

The inquiry as to anticipation is symmetrical with the mquiry as to 
infringement of a patent. A dassic test of anticipation provides : That which wiU 
infringe, if later, will anticipate, if earUer. Knapp v. Morss. 150 U.S. 221, 37 L. Ed. 1059, 
14 S. ex. 81 (1893); Lindermann Maschinertfabrik GMBH v. American Hoist & Derrick Co., 
730 F.2d 1452. 1459, 221 U.S.P.Q. 481 (Fed. Cir. 1984). Therefore, by analogy, the all 
elements rule used for a determination of hiiringement finds Its appUcability in a 
determination of antidpation. Discussion o*f the all elements rule can be found in Becton 
Dickinson and Co. v. C.R. Bard Inc., 17U.SJP.Q. 2d 1962, 1967 (Fed. Cir 1989) mdHi-Li/e 
Products Inc. v. American National Water-Mattress Corp., 6 U.S.P.Q.2d 1132, 1133 (Fed. 
Cir. 1988). 

To establish a prima facie case of obviousness under 35 U.S.C. § 103(a), eadi of 
three requirements must be met. First, the reference or references, taken done or combined, 
must teach or suggest each and every element recited in the claims. Second, there must be 
suggestion or motivation, either in tlie references themselves or in the knowledge generally 
available to one of ordinary skill in the art. to combine the references in a manner resulting in 
the claimed invention. Third, a reasonable expectation of success must exist. Moreover, 
each of the three requirements must "be found in the prior art, and not be based on appUcant's 
disclosure." MPEP § 2143, 8'" ed., Febmary 2003. 

A claimed invention is unpatentable if the differences between it and the prior art 
"are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skiU in the art." 35 U.S.C § 103(a); see 
Graham v. John Deere Co., 383 U.S. 1, 14. 86 S. Ct. 684, 15 L.Bd.2d 545. 148 USPQ 459, 
465(1966). 

"The inquiry is not whether each element existed in the prior art, but whether the 
prior art made obvious the invention as a whole for whidi patentabUity is dauned." Hartness 
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International, Inc. Vs. Simplimatic Engineering Co., 819 F2d 1100, 1108, 2 USPQ 2D 1826 
(Fed. Cir. 1987). 

To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 
USPQ 580 (CCPA 1974), 

There must be some motivation to combine the references; this motivation must 
come from "the nature of the problem to be solved, the teachings of the prior art, [or] the 
knowledge of persons of ordinary skill in the art." In re Rouffet. 149 F.3d 1350, 1357, 47 
lJSPQ2d 1453, 1457-58 (Fed. Cir. 1998). 

"Combining prior art references without evidence of such a suggestion, teaching, 
or motivation simply takes the inventor's disclosure as a blue print for piecing together the 
prior ait to defeat patentability — ^the essence of hindsight". In re Demhiczak, 175 F.3d at 999. 

"It IS impermissible, however, simply to engage in a hindsight reconstruction of the 
claimed invention using the Applicant's structure as a template and selecting elements from 
the references to fill the gaps". In re Gorman, 933 F. 2d 982, 987, 18 USPQ 2d 1885 (Fed. 
Cir. 1991), 

B. The Examiner failed to answer all material traversed during the prosecution 
history. 

Responsive to Reply, Appellant filed on Jul. 31, 2006, and all arguments submitted 
therewith. The Examiner asserted that "The various new issue amended in the claims requires 
flmher consideration". Appellant submits tliat there was no amendment to the claims at all 
submitted. Due to the Examiner's oversight, Appellant lias lost his right granted by the US 
law system to have his application reconsidered before going to the appeal procedure and 
within the statutory period. At the same time, prosecution is also unfortunately prolonged. 
During a telephone interview between the Examiner and Appellant's representative dated 
Aug. 27, 2006, the Examiner admitted that "The previous Advisory Action of 8/14/06 was 
improperly indicated on Box 3". However, the Examiner further stated that "The indication 
should have been checked on Box 1 1 with the following statement; - The arguments are not 
persuasive". As held in MPEP §707.07(f), "an examiner must provide clear explanations of 
all actions taken by the examiner during pi-osccution of an application", and "[W]herc the 
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applicant traverses any rejection, the examiner should, if he or she repeats the rejeclion, take 
note of the applicant's argument and answer the substance of it". Appellant submits that the 
Examiner failed to answer all material traversed during the prosecution history, especially he 
repeated previous rejections without giving any explanation on Why the arguments are not 
persuasive. Appellant submits that such an Advisory Action had been improperly made and 
improperly corrected later in tlie telephone interview. Unanswered argumerits presented in 
Appcllant*s last Reply are listed as below for the board's reference: 

"(a) Applicant does not agree that the disclosures of FIG. 1 of the Jelinek reference 
have anticipated that "a constant current source, for providing a reference current, ... 
wherein the second current is the reference current subtracted by the first current" as 
claimed in claim 1 . Instead, in the Jelinek reference, the reference cuiTent means the 
current for the attenuator 16 (tlie sum of the first split current passing tlirough left 
transistor of 1 6 and the second split current passing tlirough right transistors of 1 6) 
and is obtained by subtractmg the variable second current provided by the second 
cun-ent source 14 iVom the constant first current provided by the first cuiTent source 
12. Thereof, Jelinek et al. does not anticipate that "a constant current source, for 

providing a reference current wherein the second current is tlie reference current 

subtracted by the first current" as claimed in claim I ; 

(b) the Office Action asserted that "the difference between Attenuator 16 and V-I 
converter 220 of this application has no bearing on the scope of the claim." 
However, in the previous argument. Applicant emphasized that **the second split 
cunent passing through right transistors of 16 is obtained by comparing the input 
voltage Vfilter 20 to the reference voltage Vrcf \ which is different from the 
invention that "a voltage/ cunent converter, coupled to the constant current source, 
for determining a first current passing through the voltage/ current converter 
according to the input voltage" as claimed in claim 1 . The argument is bearing on 
the scope of the claim". 

C. Prior art references failed to teach each and every limitation required by the present 
invention. 
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Claims 1, 3, 4. 16 were finally rejected under 35 U.S.C. 102(b), as being anticipated 
by Jelinek. 

Responsive thereto. Appellant submitted that what the Examiner aUeged that *the 
reference current 12 is the sum of the first cunent and the second current and because of 
current mirror, the third current (138) is approximately equal to the second cwrenf in the 
first nonfinal QfBce Action dated Nov. 23, 2005» and recited in the final Office Action dated 
May 2, 2006 is improper. 

In supporting the aforementioned statement, the Examiner had previously interpreted 
current through left side of 16 of Jelinek as reading on the first current, current through right 
side of 16 of Jelinek as reading on the second current, and current through 138 of Jelinek as 
reading on the third current. However, as set forth in claim 1. "a voltage/ current converter, 
coupled to the constant current source, for detennining a first current passing through the 
voltage/ current converter" (Emphasis added). AppeUant submits that the first current should 
not be arbitrarily designated to any by die Examiner, because it has been defined as passmg 
through the voltage/current converter. It is easy to identify that a left side of a converter is 
clearly not the converter itself, and also a current through a left side of a converter or the like 
is clearly not the current passing through the converter. Tlierefore, current ihrough left side 
of 1 6 of Jelinek does not read on the first current as rcquii-ed by claim 1 . 

Further, Appellant submits that whatever the first current be interpreted as beuig read 
on by any of Jelinek, there is no evidence could be found firom Jelinek or provided by the 
Examiner that "the reference cuirewt 12 is the sum of the first current and the second current" 
as the Examiner stated in the Office Actions. On the contrary, Jelinek teaches: "[Tlhe 
connection of the two current sources at node 90 in attenuator 16 results in the supply current 
provided to attenuator 16 being the output of the second current source (14) subtracted from 
the output of the first current source (col. 4, lines 14^18). Appellant submits that the current 
of the second current source 14 of Jelinek that involved in the equation does not satisfy the 
limitation of the first current, i.e., "passing through the voltage/current converter". Only 
when after combined with the reference cunrent provided by the first current source 12, 
current from the second current source of Jelinek can reach and thereafter pass through the 
alleged voltage/current converter. 
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D. Claims 2-16 depend on allowable independent claim T. and thus should also be 
allowable. 



E. Conclusion 

As noted, the Examiner has not properly appUed 35 U.S.C. § 102 and U.S.C. § 103 i 
his rejections of the claims at issue. Accordingly, AppUcants believe that the rejections unde 
35 U.S.C. § 102 and U.S.C. § 103 to be in error, and respectfully request the Board o 
Appeals and interferences to reverse the Examiner's rejections of the claims on tqjpeal. 



Respectfiilly submitted. 



Belinda Lee 
Registration No.: 46,863 



Jianq Chyim Intellectual Property OfiSce 

7"^ Floor-l,No, 100 

Roosevelt Road, Section 2 

Taipei. 100 

Taiwan 

Tel: 01 1-886-2-2369-2800 
Fax: 01 1-886-2-2369^7233 
Email; belinda(aici pp?'oup.cQni.tw 
Tjsa/ gjcipgroup .com.tw 



Attorney DocketNo. 13464-US.PA USSN 10/711.380 



PAGE 10/1S ' RCVD AT 12/112008 12:46:07 AM [Eastern Standard rune] ' SVR:USPT0-EFXRF-2I12 ' DNiS:2738300 * CSID: ' DURATION (mnKS):04-28 



DEC-01-2006 FRI 13:49 



FAX NO. 



P. 11 



Vm. Claims appendix 

CLAIMS ON APPEAL ; 

1. (original) A voltage control oscillator, for ouiputting a clock signal with a frequency 
according to an input voltage, comprising: 

a constant current source, for providing a reference current; 

a voltage/ current converter, coupled to the constant current source, for detenninmg a 
first cutrent passing through the voltage/ current converter according to the input volt^e; 

a current mirror, having a fu-st current terminal and a second current terminal, the 
first current terminal being coupled to the constant current source, for determining a third 
current passing through ihe second current terminal according to the second current passing 
through the first current terminal, wherein the second current is the reference current 
subtracted by the first current; and 

an oscillating circuit, coupled to tlie second c urrent terminal of the current mirror, for 
detemiining the frequency of the outputted clock signal according to flie third current. 

2. (original) The VCO as recited in claim 1, wherein the oscillating circuit comprises: 

a current control oscillator, coupled to the second current terminal of the current 
mirror, for receiving and determining the frequency according to the third current and 
outputting a pulse signal having the fi^quency; and 

a wave shaping circuit, coupled to the current control oscillator, for shying the pulse 
signal to the clock signal having a specific wave shape. 

3. (original) The VCO as recited in claim X, wherein the constant current source has a 
reference current input terminal and a reference current output terminal, wherein the 
reference current output terminal is coupled to a ground voltage level, the reference input 
tenninal is coupled to and receives the first current outputted firom the voltage/ current 
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converter and the second current outputted fioro the first cwrenl terminal of the current 



mirror. 



4. (original) The VCO as recited in claim 3, wherein the current mirror comprises: 

a first P-type transistor, wherein a source of the first P-type transistor is coupled to a 
system voltage, a gate of the first P-type transistor is coupled to a drain of the first P-type 
transistor and the reference current input terminal: and 

a second P-type transistor, a source of the second P-type transistor is coupled to the 
system voltage, a gate of the second P-type transistor is coupled to the gate of the first P-type 
transistor, a drain of the second P-type ttanaistor is coupled to the osciUating circuit 

5. (original) The VCO as recited in claim 3. wherein die voltage/ current converter 
comprises a third P-type transistor, a gate of the third P-type transistor receives the input 
voltage, a source of the third P-type transistor is coupled to the system voltage, a drahi of the 
third P-type transistor is coupled to the reference current input tenninal and outputting the 
first current. 

6. (original) The VCO as recited m claim S, wherehi a body of the third P-type 
transistor is coupled to the source of the third P-type tranristor. 

7. (original) The VCO as recited in claim 5. wherein the voltage/ current converter 
further comprises a lesistoj; wherein the resistor is coupled between the system voltage and 
the source of the third V-typc transistor. 

8. (original) The VCO as recited in claim 7. wherein the voltage/ currenl converter 
flttther comprises an operational amplifier coupled between the input voltage and die gate of 
the third P-type transistor, wherein a positive terminal of the operational amplifier receives 
the input voltage, a negative terminal of the operational amplifier is coupled to the source of 
the third P-type transistor, and an output temiinal of the operational amplifier is coupled to 
the gate of the third P-type transistor. 
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9. (original) The VCO as recited in claim 3, further comprising a fourth P-type 
transistor coupled between the first current terminal of the cunent mirror and the reference 
current input terminal, wherein a source of the fourth P-type transistor is coupled to the first 
current terminal of the current minor, a gate of the fourth P-type transistor is coupled to a 
drain of the fourth P-type transistor and the reference current input terminal. 

10. (original) The VCO as recited in claim 1, wherein the constant current source has a 
reference current input terminal and a reference cunent ou^ut terminal, wherein the 
reference cunent input terminal is coiq)led to the system voltage, the reference current output 
terminal is coupled to the voltage/ cunent converter and the first cunent terminal of the 
cunent mirror. 

11. (original) The VCO as recited in daim 10. wherein the cunent mirror comprises: 

a first N-type transistor, a source of the first N-type transistor is coupled to the 
ground voltage level, a gate of the first N-type transistor is coupled to a drain of the first N- 
type transistor and the reference current output terminal; and 

a second N-type transUtor. a source of the second N-type transistor is coupled to the 
ground voltage level, a gate of the second N-type transistor is coupled to the gate of the first 
N-type transistor, and a drain of the second N-type transistor is coupled to the oscillating 
circuit. 

12. (original) The VCO as recited in claim 10. wherein the voltage/ current converter 
comprises a third n-type transistor, a gate of the third n-type transistor is coupled to the input 
voltage, a source of the third N-type transistor is coupled to the ground voltage level, a drain 
of the third N-type transistor is coupled to the reference cunent output tenninal for 
accommodating the first current. 
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13. (original) The VCO as recited in claim 12, wherein the voltage/ current converter 
further comprises a resistor, and the resistor is coupled between the source of the third N-type 
transistor and the ground voltage level. 

14. (original) The VCO as recited in claim 13, wherein the voltage/ current converter 
ftmher comprises an operational amplifier coiqpled between the input voltage and the gate of 
the third N-type transistor, wherein a positive input teraiinal of the operational amplifier 
receives the input voltage, a negative input terminal of the operational ampUfier is coupled to 
the source of the third N-type transistor, an output terminal of the operational amplifier is 
coupled to the gate of the third N-typc transistor. 

15. (original) The VCO as jecited in claim 10, further comprising a fourth N-type 
transistor coupled between the first current terminal of the current mirror and the reference 
current output terminal, wherein a source of the fourth N-type transistor is coupled to the first 
current terminal of the current mirror, a gale of the fourth N-type transistor is coupled to a 
drain of the fourth N-type transistor and the reference current output terminal. 

The VCO as recited in claim 1, vAerein the third current is approximately equal to the 
second current. 
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IX. Evidence appendix 

There is no evidence submitted pursuant to §§ 1.130, 1.131, or 1.132 of this titie or of 
any other evidence entered by the examiner and relied \xpon by appeUant in the appeal, along 
with a statement setting fbrdi where in the record that evidence was entered in the record by 
the examiner. 

X. Related proceedings appendix 

There are no decisions rendered by a court or the Board in the proceeding identified in 
the Related Appeals and Xnteiferences section of the brief. 
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